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ABSTRACT 

 

A mark generally is very eminent for a trader or a proprietor to showcase his goods and services 

in the market. It not only helps in attracting the consumers among the market but also to 

create reputation and goodwill. Generally, the definition of a mark that has been provided in 

most of the jurisdictions is somewhat open ended which creates an ambiguity for the kinds of 

mark i.e. a traditional mark or a non-traditional mark that can be registered under the 

respective regime because generally the criteria of graphical representation is not fulfilled by all 

the non-traditional marks. With the growing economy and trade across the globe it is important 

to have a unified system of introspection when it comes to a mark that represents a certain 

entity. Different ways have been chosen by them to showcase their goods and services in the 

market such as a new shape or a color or a different fragrance has been attached to make the 

goods and services outstanding in the relevant market that can attract consumers. Also, traders 

are expanding their business not only in the parent country but globally as well for which they 

have go to through different registration process turning out to be an impediment for them. To 

understand this problem, jurisdictions such as India, EU and The United States of America 

have been discussed to figure out if there should exist a universally accepted system for Non-

Conventional marks for registration by discussing their recent trends and criteria for protection. 
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INTRODUCTION 

 

A trademark basically is a mark that helps a proprietor to showcase his products 

in the market to the consumers so that they can instantly relate with the brand 

to which the trademark belongs. Generally, a trademark is a mark that can be 

represented graphically and is able to distinguish the goods and services of one 

proprietor from the other which may consist of words, symbols, designs or a 

combination thereof also they include colours in combination as well. In case a 

mark does not fulfil the conditions such as graphical representation, inherently 

distinctiveness, causes confusion, deceives public, comprises of obscene matter 

etc. it can be denied registration. The distinctiveness can be of two type i.e. 

either Inherent distinctiveness or an Acquired distinctiveness. The marks that 

are inherently distinctive are suggestive, fanciful and arbitrary in nature which 

when classified are known as the spectrum of distinctiveness (Abercrombie 

classification).The concept has been derived from Abercrombie & Fitch Co. v. 

Hunting World3. The caselaw helped the classification to accord different degree 

of protection to the trademarkson the basis of which trademarks can be 

classified are Fanciful Marks, Suggestive Marks, Arbitrary marks, Descriptive 

marks and Generic marks. 

 

Moving ahead a trademark itself can be of two types such as traditional 

trademarks and Non-Traditional trademarks also known as Non-Conventional 

marks. As the time is passing by the diaspora of the way to represent one’s good 

and services is expanding day by day including even those trademarks which 

have not been given any protection under the legal regime of different countries 

such marks come under Non-Conventional marks. These are not solely capable 

of being represented graphically (which is a pre-requisite of a usual trademark) 

and includes such marks that are being capable of identified as shape, colours, 

smell, sound, taste etc. and includes features such as ‘shape of goods’, 

‘packaging’ and ‘combination of colours’ within its ambit. Like other trademarks 

these are also supposed to facilitate profit and encourage the identity of a 

																																																								
3Abercrombie & Fitch Co. v. Hunting World 537 F.2d 4 (2d Cir. 1976) 
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business having ability to communicate to differentiate the goods and services 

of one person from that of another. 

 

Some classic examples for these marks are Britannia four bell note as a sound 

mark, Purple colour as a mark for Cadbury chocolates, Floral smell emanating 

from the automobile tyres as a smell mark or Shape of co-ca-cola bottles as a 

shape mark etc. All these marks are not registrable per se but has to secure 

registration by fulfilling certain exceptions such as acquired distinctiveness over 

period of time by proving its use for a long time in the relevant market or by 

being represented in other ways than graphical representation as for instance, a 

smell mark or a sound mark it’s not possible for them to be described precisely 

on a paper in a physical form.    

 

To understand this concept various jurisdictions such as India, The United 

States and European Union has been compared in terms of their acceptance for 

Non-Conventional marks and the criteria for registration thereto.  

 

GLOBAL STATUS OF NON-CONVENTIONAL MARKS AND THE 

RECENT DEVELOPMENTS THERETO 

 

To understand the pattern, we need to know if Non-Conventional marks are 

accepted in these jurisdictions if yes then which are those Non-Conventional 

marks, what criteria do they need to be registered, what are the grounds on 

which they get refused to be registered and what exceptions do they follow for 

a mark to be a trademark? 

 

Ø India: 

 

Under Indian trademark regime, a mark is defined Under Section 2(1)(m) of 

The Trademark Act, 1999 as “a mark includes a device, brand, heading, label, ticket, 

name, signature, word, letter, numeral, shape of goods, packaging or combination of colours or 
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combination thereof”4.  Therefore, marks like shape of goods, packaging and 

combination of colours are some of the Non-Conventional that have been 

included in the definition of a mark.  These are basically the ones that have been 

based on appearance on taste or smell etc and are illustrative in nature. So, it 

can be said that maybe indirectly but yes somewhere or the other Non-

Conventional marks have though not been defined under the Trademark Act, 

1999 but has included such marks. 

 

Moving to Section 25 trademark is a mark which is capable of being represented 

graphically and that can distinguish the mark of one proprietor from that of 

another, otherwise no protection would be granted to it. This shows the need 

for fixation of a mark. 

 

By the introduction of Trademark Rules, 2017 the scope that Indian Trademark 

regime has completely changed the regulations laid down under Trademark 

Rules 2002 by giving a new direction to the entire regime and paving a way for 

Non-Conventional marks. 

 

As per Rule1, Trademark Rules 2017 for a mark to be graphically represented 

(in compliance with Article 15 of TRIPS) would mean “representation of a 

trademark for goods or services represented or capable of being represented in 

paper form and includes representation in digitised form”6. Rule 237 requires a 

trademark to be represented graphically in the application when asked for goods 

and services. Therefore, it is important for a mark to be represented graphically 

provided under Rule 2(k) of the Trademark Rules 2017. Rule 268, of the 2017 

Rules lays down the way in which a mark acquiring protection has to be 

represented which is different for different kinds of mark.  

 

																																																								
4 Trademark Act 1999 S.2(1)(m). 
5 Trademark Act 1999 S.2. 
6 Trademark Rules 2017 Rule.2(1)(k). 
7 Trademark Rule 2017 Rule 23. 
8 Trademark Rules 2017 Rule 26. 
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Shape mark is one of the Non-Conventional mark that has been provided with 

the guidelines,  “Where an application for the registration of a trademark 

consists of shape of goods or its packaging, the reproduction furnished shall 

consist of at least five different views of the trademark and a description by word of the 

trademark.”9 The sane has been discussed in the Zippo caselaw10 the court held 

that graphical representation of a mark would not only be considered for 

registration as a shape mark but also as a device mark. Also, in case of shape 

mark in case of a shape mark, five different views of the   same, need to be 

present and   three   in case of a 3-dimensional mark. In case of ambiguity which 

arises in the mind of the registrar he may ask then for sample or cancel the mark 

itself. 

 

Therefore, for a shape mark above has to be fulfilled. Firstly, the 5 different 

views of the mark and Secondly, a description also has to be provided that can 

describe the trademark which comes under the purview of graphical 

representation. Also, the trademarks shouldn’t deceive or cause confusion 

among the consumers when they buy the goods, the same was held in 

GorbatschowVodka caselaw11 where the bottles of both the parties was such 

that it would cause confusion among the consumers of average intelligence that 

would result into deception. The court in this case held in favour of the plaintiff 

who was able to show the reputation and goodwill in the market of his product 

along with its consumers in number of jurisdictions that shows its territorial 

coverage.  

 

But, for some marks India has tried to move a step ahead because Sound 

markthat can be now submitted to the registry via an mp3 audio that needs to 

be maximum for 30 seconds along with sound notations12. Also, the applicant 

is required to flag in his application that the applied mark is a Non-conventional 

mark. If seen from the perspective of the Draft Manual that was proposed in 

the Trademark Manual(Practice and Procedure), 2015 for a mark to be a sound 

																																																								
9Trademark Rule 2017 Rule.26. 
10 Zippo Manufacturing  Company v. Anil  Moolchandani  (2006) CS(OS) 1355. 
11Gorbatschow Vodka   KG   v.   John   Distilleries   Limited, (2010), SUIT NO.3046, Bom. H.C 
12Id 
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mark it must be represented in a way that it is clear, precise, self -contained, 

intelligible, durable and objective so that it can receive protection under the 

trademark regime. The beforementioned has to be fulfilled with respect to the 

distinctiveness13 for a trademark. Also, the provision regarding when the 

examination of the sound mark has also been explicitly given in the manual14 

such as: 

 

• Consists of 1 or 2 notes only and are simple in nature. 

• A well-known or a popular music that has already been used w.r.t other 

services such as entertainment or park. 

• Commonly used as chimes or rhymes for goods or services that are aimed 

for children. 

• The sound mark applied has a strong association with a particular region 

or country.    

 

Sound marks such as Yahoo’s yodel was the very first sound mark that was 

given registration in India in 2008 acting as a foundation for the upcoming 

sound marks such as Allianz Aktiengesell-schaft followed by ICICI bank jingle, 

Britannia Industries four note bell sound, Nokia etc.  

 

For Colour marks, this is something that still needs to grow, that is developing 

stage. In case of registration of trademark specifically when it relates to a certain 

colour, the job of the applicant is to produce a trademark with that particular 

colour or the combination of that colour. More specifically emphasis has been 

made on the combination of colours and not a single colour. In order to 

represent colour combination, set of rules under Rule 23, Rule 26 and Form 

TM-A of the Trademark Rules, 2017 and Section 10 of the Trademark Act, 1999 

as per which when a question of representation of trademark comes in front of 

tribunal it must be restricted to that colour combination only. Therefore, 

																																																								
13Draft Manual for Trade Mark Practice and Procedure of India, Ministry of Trade and Commerce of India (2015), 
Sec B. 
14Id. 
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distinctiveness is important The inspiration has come from Libertel case15laying 

down the Pantone colour code criteria to be followed to describe a colour.  

The reason why no such emphasis has been made on a single colour in the 

Indian trademark regime could be because of the Colour Depletion Doctrine i.e.“the 

theory that there are a limited number of colours in the colour palette has been used to bar 

protection of colours. The purpose was to protect against ownership of various colours, that 

when monopolized, would hinder competition”16. This would unfair competition in the 

market in the form of Monopoly. 

 

Granting a single colour protection would somewhere go against the grounds 

which have been barred absolutely from registration17. Because, a single colour 

is not distinctive at least not inherent distinctive.But,if the colour is known 

among the consumers for a long period of time and consumers associate it with 

that certain product because then it works as a badge of origin in that case it 

might be registered as a colour mark.  

 

If seen from the perspective of the case laws there still exists ambiguity and 

vagueness. Starting with Colgate Palmolive Company v. Anchor Health & 

Beauty Care Pvt. Ltd.18 under the law of passing off a single colour can be 

protected, this was held by the court. But, later in Cipla V. M.K.Pharma the 

court held a divergent view. Even in Dabur India19 case the court agreed with 

the decision given in Colgate case. This shows the amount of uncertainty that 

court holds up regarding colour marks. 

 

Coming to Smell marks, the olfactory marks still faces problems and have not 

been defined anywhere either in the Act or in the Rule book. But, by reading 

Section 2(1)(zb)20 this can be inferred that even smell marks can be registered 

																																																								
15LibertelGroep BV v. Benelux-Merkenbureau, (2003) E.T.M.R.63 (ECJ). 
16Colour, my Colour - Registration of Colour Marks, a Global Overview, hg.org (legal resources),  
(4thMay , 2020  1.06 PM),https://www.hg.org/legal-articles/colur-my-colour-registration-of-colour-marks-a-global-
overview-33362. 
17 Trademark Act 1999 S.9. 
18 Colgate-Palmolive (India) Limited vs. Anchor Health & Beauty Care Private Ltd 2009 (40) PTC 653 (Mad.) 
19 Dabur India Limited v Shree BaidyanathAyurved Bhawan Pvt. Ltd., (2012) (51) PTC441 (Del). 
20 Trademark Act 1999 S.2(1) (zb). 
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as a mark if they are distinctive and able to be represented graphically. The 

problem lies therein only, can a chemical formula denote graphical 

representation of a smell mark the answer to which would be no because a 

chemical formula only provides the substance of that smell and not the smell 

actually. If referred to the Manual Rules, smell marks have been suggested to be 

exempted from protection due it’s incapability of being represented graphically21 

in the paper form. But still, even if smell marks have not been included in the 

2017 Trademark Rules they have not also been excluded from being protected 

as a trademark resulting in ambiguity. Also, less number of smell mark 

applications could be a reason why smell marks has not been mentioned 

anywhere.  

 

Though no explicit definition or any reference has been made to the Non-

Conventional marks in Indian Trademark regime butstill, in bits and pieces it 

has been given reference. Marks like sound marks, shape marks and 

combination of colours as a mark have been given protection but, marks like 

smell marks, single colour marks these have been left. Trademark Rules 2017 

came as a boon for many traders who wanted to introduce new means of 

representation of their products to the consumers but, still even after its 

introduction there are some grey areas that needs to be worked upon: 

 

• Registration for other kinds of Non-Conventional marks,  

• Change in the criteria of graphical representation, 

• Explicit definition for Non-Conventional marks etc. 

 

Ø  The United States of America: 

 

USA has a wider scope in trademark regime than other jurisdictions, it covers 

variety of non-conventional marks by implementing less stringent rules and 

regulations. In the US both kinds of trademark are protectable i.e. marks visually 

perceptible and those that are not. The marks that would fall under the ambit 

																																																								
21 Trademark Rules, 2017 Rule.2(1)(k). 
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of visual perceptibility are colour mark, shape mark whereas those that are based 

on non-visual perceptibility are sound mark, smell mark, texture mark etc.   

 

As per the Lanham Act (US Trademark Act), “A trademark is generally a word, 

phrase, symbol, or device, or a combination thereof, that identifies and 

distinguishes the source of the goods of one party from those of others”22. 

Therefore, distinctiveness is important for a mark to be a trademark under US 

Trademark regime so that goods and services of one proprietor can be 

distinguished that from another. Also, if seen carefully the term symbol or device 

has been included in the definition which would mean to include Non-

Conventional marks also. The definition is broad enough that it may include 

any mark that can be perceived by the five senses of a consumer. 

 

Now there are three categories under which these marks can be registered first 

the one that may be entirely not protectable, secondly, the one that is immediately 

protectable (if arbitrary, fanciful or suggestive) or thirdly, only protectable when 

has acquired secondary meaning. 

 

The non-conventional marks that can be a no-no for registration as a trademark 

could be based on the Doctrine of functionality. For, instance the sound of a bell in 

different frequencies cannot be registered as a sound mark as it will create 

monopoly in the market in the form of hindrance caused to the other 

proprietors to use the mark. In Kawasaki Motors Corp. v. H-D Mich., 

Inc.23caselaw an attempt was made by Harley Davidson to register the cranky 

sound of the bike as a sound mark which in return was opposed by Honda and 

Kawasaki who argued such sound to be purely functional in nature as the sound 

was just an outcome of the engine and nothing else. 

 

Mostly, non-conventional marks are not inherently distinctive and requires 

acquired distinctiveness to be proved distinctive. The term Secondary meaning is 

used in the United States at place of acquired distinctiveness. Therefore, there 

																																																								
22Trademark Act 1948 §15.  
23Fisher v. Kawasaki Heavy Industries, Ltd., 854 F. Supp. 467 (E.D. Mich. 1994). 
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are two main things that need to be proved if a non-traditional mark has to be 

registered as a trademark, and those conditions are secondary meaning and non-

functionality.  

 

The functionality criteria had come from TrafFix Devices, Inc.v. Mktg. 

Displays, Inc24,where it was held that basically a functional feature is the one that adds 

up a value and is essential for the purpose of that article. To determine functionality 

following would be taken into consideration: 

 

• Utility in patent has to showcase the particular benefits of that patent; 

• The task of the applicant is to engage in advertising so as to reflect the 

utility of that design; 

• Also, the applicant has to show the possibility of any alternate designs; 

• Also, if the process involved in producing design is cheap has to be 

mentioned. 

 

Some of the Non-Conventional marks that have were termed to be functional 

were: 

 

1.  Black colour for floral arrangements to reflect elegancy, classic look and 

deep condolences was held to be functional in Re Florists Transworld 

Delivery, Inc.25 

2.  Green colour used for forestry machines was found to be aesthetically 

functional as the colour was held to be something that a farmer would 

prefer to put on their tractors. (Deere & Co. v. Farmhand, Inc.)26 

 

Coming to Secondary meaning that has been acquired by the mark, The Lanham 

Trademark Act requires the TMO to accept at least 5 years of continuous use 

as an evidence for exclusive use of the mark.27Other things that may be accepted 

																																																								
24Traffix Devices, Inc v. Marketing Displays, Inc., 532 U.S. 23 (2001). 
25 In re Florists’ Transworld Delivery, Inc., 2013 TTAB LEXIS 115 (TTAB Mar. 28, 2013) 
26 Deere and Co. and Ors. vs S. Harcharan Singh and Ors. (2015) (63) PTC433 (Del). 
27 15 U.S.C.S.1052(f) (United States). 
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for a mark to be submitted under the category of secondary meaning could be 

extensive use, huge expenditure on advertising of the mark, recognition of the 

sign as a source identifier or the market research. Establishing such meaning for 

non-conventional marks is a bit difficult than for the conventional marks as 

consumers may not that much aware of the smell or sound or colour that even 

they can be associated with the mark apart from letter, numbers or words. Even 

the marks that has less consumer history will be needed to provide more 

evidences than other marks, this shows how acceptance of marks to be 

recognized as a trademark plays an important role.  

 

US Trademark law regime has different criteria for different non-conventional 

marks to be registered as a trademark: 

 

• Colour mark: 

 

First of all, the substantial proof of the acquired distinctiveness28 has to be 

proved along with the visual depiction of the colour mark in the drawing form. 

It is the ‘source distinguishing ability’ that aids for a colour mark to serve as a 

trademark. Also, the manner in which the colour mark has been applied on the 

object must have also been described. While describing the colour generic name 

must be used of the colour along with the location system. Either it is a single 

colour or a combination of colour USPTO has made it successful to provide 

registration to both kinds of mark. But, sometimes even after a colour acquires 

distinctiveness it may not be granted registration on the basis of it’s general use 

in the trade.  

 

For instance, yellow-green combination for John Deere’s truck (U.S. Reg. No. 

4,084,102), Robin’s egg blue for Tiffany products (U.S. Reg. No. 5,176,498). 

 

• Sound mark: 

 

																																																								
28Qualitex Co. v. Jacobson Products Ltd. 514 US 159. 
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For a sound mark the applicant is required to submit an audio file that could be 

in the format of .wav, .wmv, .wma, .mp3, .mpg, or .av that should be maximum 

of size 5mb along with the detailed description. 

For instance, Tarzan yell sound for toy action figures (U.S. Reg. No. 2,210,506), 

drums, trumpets, and strings for Twentieth Century Fox entertainment services 

and motion picture films (U.S. Reg. No. 2,000,732).29 

 

• Shape Mark: 

 

For such mark the applicant would be required to submit the description of the 

mark i.e. if it is 3D or not along with the drawing of it. 

For instance, Toblerone chocolates, Contour on Co-Ca-Cola bottles. 

 

• Scent Mark: 

 

For these the applicant shall prove the acquired distinctiveness of the mark, 

written description of the scent and a specimen for the same. 

 

For instance, Grendene’s“scent of bubble gum” for Shoes, sandals, flip flops, 

and accessoriesor  Le Viancorp’s “scent of chocolate” for Retail store services 

featuring jewelryit was said by the court that in normal course of nature scent is 

something that is widely used by the stores so that an ambiance can be created 

and the consumers can be attracted to it therefore, it is very unlikely that the 

mark can be perceives as a trademark.  

 

There are some new kind of non-conventional marks that have been given 

registration under the United States trademark regime that includes mark such 

as touch mark, position mark etc. Marks of these kind add up a new direction 

to this approach. American wholesale wine and spirits Inc. has been given touch 

mark to the velvet textured surface of its bottles. Therefore, it’s a sensory touch 

																																																								
29Julia Belagorudsky, USPTO: Registration of non-traditional trademarks, (5thMay, 2020,9.45 PM), 
https://www.lexology.com/library/detail.aspx?g=25dbbf32-f376-430e-a2bb-6175c34c3344, 
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mark. Position mark on the other hand has been given to Levi Strauss & Co. in 

which the protection has been given to the label that has been placed on a 

certain position that has acquired distinctiveness among the consumers due to 

that label being placed at a certain position. 

 

• Taste marks: 

 

As this can be clearly taken into consideration that for marks like scent marks, 

colour marks and other non-traditional marks it gets important for them to 

obtain protection on the basis of distinctiveness that they have acquired over 

period of time i.e. secondary meaning. The other problems that can are 

associated with the taste marks are the way they have to be represented and if 

they are functional30 in nature or not.  

 

In New York Pizzeria, Inc. v. Ravinder Syal et al.31, the Plaintiff was denied 

the remedy on the basis that he had used Plaintiff’srecipe to get the same taste 

that comes from Defendant’s pizza to which the court held that taste of pizza 

is functional in nature and is incapable of serving as a trademark. Similarly, in 

N.V Organon32 case where orange flavour for antidepressant was denied 

protection forbeing functional and non-distinctive.  

 

The Board decided that orange flavour for any orally administered 

pharmaceutical was functional, applying the Morton-Norwich test (a four-factor 

test to find out the functionality of the mark).33 

 

Also, for a consumer to recognize something by the flavour would be very 

subjective and it could be just another feature added to the product.34 

																																																								
30 Trademarks Act 1948 §2(e)(5). 
31New York Pizzeria, Inc. v. Ravinder Syal et al., Civil Action No. 3:13-cv-00335 (SDTX Oct. 20, 2014) (United States). 
32N.V.Organon, 79 U.S.P.Q. 2d (BNA) 1639 (T.T.A.B. 2006). 
33Thomas A. Gallagher, Non-traditional Trademarks: Taste/Flavor, (8thMay, 2020,11.20 AM), 
https://nlujodhpur.remotexs.in/user/login?dest=http%3A%2F%2Fheinonline.org.nlujodhpur.remotexs.in%2FHO
L%2FPage%3Fcollection%3Djournals%26handle%3Dhein.journals%2Fthetmr105%26id%3D836%26men_tab%3
Dsrchresults&error=10002. 
34Id. 
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Ø European Union: 

 

EU provides a unified system for registration for the applicant who by applying 

for registration in one country can get protection in all of its member states. As 

it is a unified system the objection against the application in one-member state 

can defeat the entire application in all of the member states. By this not only the 

whole procedure has been made simplified but also the other criteria have been 

able to be kept tap on easily i.e. from where a certain product has been 

originated, the quality of the product has been assured upon and their 

advertisement as well. Like other trademarks, the trademark that has been 

granted by the EUIPO has been used to identify the origin of the goods and 

services which will be valid for 10 years and can be renewed again.  

 

Basically, if a mark needs to be registered as a trademark it can consists of 

any signs, in particular words (including personal names), or designs, letters, numerals, 

colours, the shape of goods, or of the packaging of goods or sounds35. 

 

Some other criteria to certify if the mark can be registered or not are: 

 

1.  Distinctiveness of the mark. 

2.  Can be represented in a way that the competent authorities can determine 

the subject of the mark applied for registration. 

 

Given that the mark should be distinctive in nature and not descriptive. For 

instance, for wine the word wine cannot be registered as a trademark but work 

Joe Blogges would be a perfect mark that can be registered as a trademark for 

wines as it will not describe the goods and will be distinctive as well. 

 

            Also, since 2017 Amendment the term “graphical representation requirement” 

has been taken off and instead it has been inserted that as far the mark applied 

for registration comes under the ambit of the trademarks that are accepted by 

																																																								
35European Union Trademark Registry 2018 Art.4. 
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the office and are capable of being represented in any acceptable format in that 

case it could be submitted.  

 

The marks that have been explicitly mentioned under the EU Trademark regime 

are Word mark, Figurative mark, Shape mark, Position mark, Pattern mark, 

Colour mark (both single colour and combination of colours), Sound mark, 

Motion mark, Multimedia mark and Hologram mark. Therefore, it can be itself 

seen that the range of the marks that have been accepted by the European 

Union standards are wider than India and the US. 

 

If there is a mark that does not fall under any of the categories defined above 

then it will fall under others, who will have to comply with the representation 

criteria. 

 

The representation has to be clear, precise accurate and not vague. The 

conditions for representability has been laid under Article 3(9)36which makes it 

very clear that a specimen would not be constituted as a valid form of 

representation as long as it cannot be inspected by means of common available 

technology. For instance, a sample of scent if submitted in the place of 

representation it won’t be termed to be a stable representation as it is not 

durable. As per the standards that have been set by Article 7 of EUTMR the 

mark will be denied registration as a trademark if it has not enabled the 

competent authorities, competitors and the public to understand the subject 

matter of the mark. 

 

From the above it has been made very clear that for a mark to be registered as 

a trademark in EU it has to be a sign, distinctive in nature, and represented in 

whichever form it has been required as. It can also be observed that no as such 

distinction has been made between a conventional trademark and a non-

conventional trademark and both have been accepted equally. 

 

																																																								
36 European Union Trade Mark Registry 2018 Art. 3(9).  
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Below, a table has been provided that depicts the different requirements that 

are needed for representation of different marks. As due to the amendment in 

2017 in the EU Trademark regime the graphical representation criteria is no 

longer applied making the entire procedure of registration easier than earlier 

resulting into legal certainty and less number of objection rates.  

 

37 

 

From above the marks such as Shape mark, Sound mark, Colour mark, Position 

mark, Motion mark, Multimedia mark and Hologram will be discussed as these 

are some of the marks that are based on visual appearance therefore, they come 

under the category of non-conventional mark. 

 

• Colour marks: 

 

The colour marks in EU can be registered either via combination of colours 

without contours or single colour without contours.  If the mark contains single 

colour it must be reproduced in the colour form and a reference should also be 

made to a recognized colour code and for combing those colour in mark there 

																																																								
37What can be an Eu Trademark, EUIPO, (10th May, 2020, 04.09PM), https://euipo.europa.eu/ohimportal/en/what-
can-be-an-eu-trade-mark 
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must be a uniform arrangement and it must be shown in a generally recognized 

code along with the description of systematic arrangement of the colour.  

 

In order to represent colour marks, the pattern has to be structured and there must be 

uniformity in presentation of such marks.38.  

 

In Heidelberger the ECJ ruled that for presenting the mark in graphical form 

“the presentation of colour combination in a mark must be in a manner which 

is predefined and in a uniform pattern.”39 

 

Some of the colour marks that have been accepted so far are:     

40 

 

Ø Mark with Registration no. EUTM 00208700541 stands registered trademark 

under Nice Classification 8 which is for Penknives (a folding knife) since 2001 

by the name of Victorinox, a famous swiss brand. 

 

Ø Mark with Registration no. EUTM 000031336 stands for the registered 

trademark under Nice Classification 30 which is for Chocolate, pralines, 

chocolate products, chocolate goods, not for medical use. The colour in this 

application has been described as mark can be located in "Pantone's Process 

Book" between the shades with number “E 176-4” and “E 176-3”42, which is 

an Internationally accepted way of describing the colours. The organization on 

																																																								
38European Union Trademark Implementing Regulation 2018 Art.3. 
39 Heidelberger BauchemicCase (C-49/02). 
40Supra Note 35. 
41European Union Trade Mark File Information, European Union Intellectual Property Office, (13th May, 2020, 12.34 
PM), https://euipo.europa.eu/eSearch/#details/trademarks/002087005 
42Id. 
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whose name it has been registered is Kraft Foods Schweiz Holding GmbH 

famous for producing food products. 

 

For combination of colours some of the marks that have been so far accepted 

are:

43 

 

Ø The colour mark with Registration no. EUTM 000463174 has been granted 

under Nice Classification 7 for electric power tools (except gardening tools) 

under the proprietor Black and Decker corporation since 1997 via acquired 

distinctiveness. 

 

Ø The colour mark with Registration no. EUTM 002467876 has been granted 

registration under Nice Classification for classes 12, 25, 35 and 37 for motor 

and engines for land vehicle, clothing and footwear, retail services and 

maintenance and repair for motor vehicles respectively.  Also, the combination 

of colours have been described as blue, violet and red. 

 

In a recent case colour mark was not provided registration. TheRed Bull case44 

where two colour were applied for registration as a colour mark i.e. blue and 

silver in Pantone 2747C and 877C respectively over a beverage container. The 

two marks were reproduced graphically in the form of two parallel vertical 

blocks, each with the same surface, one in blue and the other in silver. The 

																																																								
43Supra Note 38. 
44 Red Bull GmBH V. EUIPO T-101/15. 
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description allowed numerous combinations and was too imprecise, it was held 

by the court and the protection was denied thereof. 

 

• Sound Marks: 

 

The sound marks have been defined under Article 345, as the trademarks that 

consist of single sound two or more sounds. While filing an application of registration 

of sound mark, mp3 format is accepted whose maximum size is 2mb or there must be correct 

representation of sound. Earlier, the requirements were such that musical notations 

of the sound or a sonograph had to be submitted, which got changed in 2017 

via an amendment. Certain other things that have changed via amendment in 

2017 is such that representations such as onomatopoeia or sonograms will not 

be accepted in the applications. The reason for non-acceptance of 

onomatopoeias is because there exists a lot of difference between the actual 

noise and the one pronounced. Even, the musical notes alone cannot constitute 

a trademark to be graphically represented such as a single musical note only (E, 

D#, B, A etc.) because they are not clear or precise which can determine the 

pitch and duration a certain sound would be having.  

 

 Some of the sound marks that have been provided registration so far are: 

 

Ø Registration no. EUTM 017975948 under class 9, 28, 36 and 41 for 

computer softwares,toys,games, playthings, Charitable fundraising 

services and educational services respectively in the name of The acting 

executers of estate of professor Stephen hawking since 2018. The present 

application was filed in the form of an mp3 audio. 

 

Ø Registration no. EUTM 001480805 under class 36. 37, 39 and 42 of the 

Nice Classification for financial services, vehicle recovery services and 

travel agency services respectively by the name of UK insurance Limited. 

																																																								
45European Union Trademark Registry 2018 Art. 3. 
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the present application was filed in the form of graphical notations which 

are shown below. 

 

46 

 

• Position mark: 

 

This kind of mark has been given protection on the basis of how it is placed at 

a certain position or in a specific way47. Article 3(3)(d) of EUTMIR stipulates 

certain representation requirements that needs to be fulfilled by the applicant 

when applied for position marks. 

 

1.  Identification of the position where the mark has been put up to. 

2.  The size and proportion of the mark and place where it has been 

put up to. 

3.  A disclaimer such as broken lines to the elements that are not a part 

of the mark. 

 

An objection may be raised under Article 7 for the marks that have not been 

represented clearly or if it has been applied for number of goods but only one 

good has been shown in the application the objection can be raised thereof.  

 

Some of the position marks that have been given registration are given below 

which can make it clear that how a position mark has to be represented in an 

application. The coloured part in the pictures mentioned below are marks that 

have been applied for registration. 

																																																								
46Supra Note 41. 
47 European Union Trademark Regulation 2018 Art.3(3)(d). 
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48 

 

• Smell mark: 

 

These marks are not explicitly defined under the definition of trademarks of the 

European Union. Therefore, these would fall under the category of other marks. 

If the conditions that have been laid down under Article 4 are seen, the 

representation of smell mark won’t be possible as it simply eliminates three 

through which smell mark cannot be protected i.e. graphical representation, 

description of the mark and combination of both therefore, the need of clarity 

and precision won’t be possible. 

 

In Eden SARL v. Office for Harmonization in the Internal Market (Case T-

305/04)49The applicant manufactured and sold perfumes, a smell mark in the 

absence of its description citing “the smell of ripe strawberries” was applied for 

registration.  But,the application was rejected by the Office for the reason that 

image of strawberry on the product, showed the berry itself instead of the smell 

of a strawberry and that was capable of confusing the public. 

 

If seen there is no recent technology that would make the representation of the 

smell mark possible in a legally accepted manner which itself negates its 

possibility of getting registered under Article 7 of EUTMIR. 

																																																								
48Supra Note 44. 
49Eden SARL v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) [2006] (T-
305/04) ETMR 14. 
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• Taste Marks: 

 

If mark such as taste mark is seen from the perspective of EU there are not 

many instances that can be inferred to. The reason for this could the fathom 

nature of the taste when it will be used as a mark or its less preferability to act 

as an indicator of origin for a trademark among the consumers. From Eli Lilly 

caselaw50 this can be straightaway observed that for a taste mark to be registered 

as a trademark it has to be able to be represented graphically51 and distinctive52. 

If not, no protection will be granted. 

          

Even if seen in the marks that have all been included explicitly as a trademark 

under EU Trademark regime after 2017 Amendment no marks such as taste 

marks have been included which makes it clear how less applied taste marks are 

in terms of application and in terms of goods as well. 

 

• Shape mark: 

 

For a shape mark to be registered under EU it has to be distinctive and not 

descriptive. As per the act a shape mark would be the one that “consists of, or 

extending to, a three-dimensional shape, including containers, packaging, the 

product itself or their appearance …”53 

 

The graphical representation of the shape should be such that it should include 

the computer-generated image of the shape or the photograph itself. The 

representation should be given from all the angles at most up to six when not 

provided electronically in one single JPEG file. 

 

																																																								
50Eli Lilly & Co. V. OHIM, R 120/2001-2. 
51 European Union Trademark Regulation 2018, art. 7(1)(a). 
52 European Union Trademark Regulation 2018, art. 7(1)(b). 
53AnkeNordemann-Schiffel, Why Product Shape Marks May Be in Bad Shape in the European Union, (15th May, 
2020, 8.54 PM), 
https://www.inta.org/INTABulletin/Pages/WhyProductShapeMarksMayBeinBadShapeintheEU7318.aspx. 
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Though shape marks are expressly given under the Article 4 of the EU 

regulation still they are refused registration under Article 7 and Article 8 due to 

firstly devoutness of distinctive character and secondly due to them being in 

such position that would add a substantial value to the good or would be a result 

of the nature of the good themselves or the shape would be necessary to obtain 

a technical result. 

 

In Simba Toys GmbH & Co. KG V. OHIM54 and in Lego Juris A/S  V. 

OHIMthe court denied registration because of the specific shape of the 

respective toys. 

 

In Koninlijke Philips Electronics v. Ramington Consumers ltd55, the shape 

mark was asked for the triple headed electric razor in which the court held that 

the shape of good is such that would be necessary to obtain the technical result56 

therefore, no registration as such would be given to it. 

 

CONCLUSION AND ANALYSIS 

 

Non-Conventional marks are not as such defined in all the jurisdictions except 

in European Union and USA which has provided the criteria that needs to be 

fulfilled for non-conventional marks either in the terms of visual and non-visual 

marks or by including non-conventional marks in the definition of ‘mark’ itself. 

 

The discretion is always there as some non-conventional marks are required to 

be represented graphically and some do not, some marks require inherently 

distinctiveness some requires distinctiveness to be acquired over period of time. 

For instance, sound mark, some jurisdictions want the sound mark to be 

represented graphically, some wants only submission of an audio file with the 

detailed description. For colour marks some jurisdictions accept both single 

																																																								
54Simba Toys GmbH & Co. KG v European Union Intellectual Property Office and Seven Towns Ltd 
Taxation of costs, Case C-30/15 P-DEP. 
55Koninklijke Philips v. Remington, (2004) AII ER (D) 301. 
56 European Union Trademark Regulation 2018, art.7(1). 



      Corpus Juris                                                                                                 ISSN: 2582-2918  
      The Law Journal   website: www.corpusjuris.co.in	
	

 CORPUS JURIS|24 

colour and combination of colours explicitly and some only cover combination 

of colours. 

 

Precedents play a very important role for non-conventional marks as it helps 

them to give a direction, to move in a certain way, to help in deciding what 

would be right for a mark if it consists of certain features and what not. Famous 

case laws that have played an eminent role are such as Shield mark case57(threshold 

for a musical mark to be registered), Sieckmann case58(The seven criteria set for 

graphical representation of smell mark), Lego caselaw (Technical functions 

performed by the state), Philips case59(Shape performing essential functions), 

Cadbury case60(Acquired distinctiveness for colour marks) etc.  

 

The benchmark that is required for registering a mark to be a non-conventional 

mark is much easier for the marks that have to be registered under US trademark 

regime as compared to India and EU because the essential feature of a mark to 

be graphically represented is not present in US as present in India and EU. In 

US only if a mark is described in a detailed form it would automatically suffice. 

When India is compared to EU the graphical representation criteria is more 

stringent in EU as compared to India as it requires it to be precise, intelligible, 

clear, objective etc.   

 

Though not rapidly but yes slowly the jurisdictions are moving towards a better 

mechanism that is trying to accept the growing standard of a trademark. It can 

be traced through Draft Rules that have been applied in India in the year 2017 

and the rules that have been applied in EU 2017. Both have enlarged the scope 

of acceptance of non-conventional marks in new creative ways that would not 

imply help the traders to introduce new innovative ways to attract the 

consumers in the market but would also ease the process of registration of a 

non-conventional mark. In India an express recognition has been given to 

sound marks, shape marks and colour marks but no explicit provision that has 

																																																								
57Shield Mark BV v Joost Kist h.o.d.n. MEMEX Case C–283/01. 
58Sieckmann v German Patent and Trademark Office (case C-273/00) EU. 
59Koninklijke Philips v. Remington, (2004) AII ER (D) 301. 
60Société Des Produits Nestlé S.A. v. Cadbury UK Ltd [2012] EWHC 2637 (Ch) (1 October 2012). 
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mentioned about the colour marks of single colour and scent marks that is bit 

of a problematic area. Whereas if seen from the perspective of the amendments 

in EU Trademark regime although there almost all kinds of non-conventional 

marks are provided which should be an inspiration for the other developing 

countries still the standards that have been set for registration are really high 

and stringent which should be changed and made a little flexible.  

 

The question to be considered and are hardly asked anymore are would the 

expansion in the non-conventional trademark regime itself would act as an 

impediment? Whether they need to be made again or recontoured, because the 

acts that they don’t allow to occur would take place anyway.61.  

 

So, basically a trademark is provided not to be a hindrance but to reward the 

efforts of the trademark proprietors that help the consumers to choose between 

the competing products. From the other perspective there are other ways also 

such as designs or patents through which a trader/manufacturer or a proprietor 

can make their products more attractive than going for unconventional marks 

but would not that require higher investments and more resources than for a 

trademark. Will not that defeat the interest of small players in the market, won’t 

that create monopoly, won’t that would be a hindrance for the start-ups? Yes, 

that would be. But, it is always better to expand the regime that is in existence 

and accommodate the new ways of representing a badge of origin. 

 

Now, other impediments that a mark face in their process of registration. The 

benchmark for registration is different in different jurisdictions making it hard 

for a mark to be accepted universally. For instance, a mark like colour mark that 

consists of a single colour it will be accepted in EU easily but in India this would 

not be accepted that easily or may be in rare to rare circumstance if at all it has 

acquired distinctiveness, A scent mark it can be easily registered in US but would 

face difficulty in jurisdictions like India where no explicit provision has been 

																																																								
61David Vaver, Unconventional and Well-known Trademarks,(17th May, 2020, 5.19 PM), 
http://heinonline.org.nlujodhpur.remotexs.in/HOL/Page?public=true&handle=hein.journals/sjls2005&div=6&sta
rt_page=1&collection=journals&set_as_cursor=0&men_tab=srchresults. 
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mentioned as such for smell marks or for EU also where nothing was 

mentioned as such, Or a Position mark that has no acceptance in India at all 

whereas is acceptable for both US and EU.   

 

The acceptance of unconventional marks in selective jurisdiction, this gap needs 

to be fulfilled via a system that is universally acceptable by a system that create 

uniformity for all the non-conventional. Be it the essentials required for a mark 

to be non-conventional or the ways to be represented in the for registration.This 

would not only create harmony in the but would also help the traders to flourish 

their business in different jurisdictions resulting in a better economy.   

 

For smell marks a way can be introduced which can help the trademark registry 

to register them in an economical and efficient way. This can be done via a 

scentography camera called MADELEINE SCENTOGRAPHY CAMERA62, 

a storing deviceshould be used that can store the smell of the product and for 

also being technological advanced, cost effective, efficient.For sound marks, the 

requirement for submission should an mp3 file as musical notations are 

something very technical and only tell the pitch of the sound making no sense 

for graphical representation of a sound mark. This would be much easier and 

can be stored easily as well as accessed easily.Moving to colour marks, a single 

colour can be avoided registration because this would ultimately create 

monopoly in the market as there is already few types of colour that exists and 

other marks such as position marks as they have already accepted in US and EU 

they can be accepted in India also as it can help India to expand the diaspora of 

marks that are already in existence. These are some suggestions which if adopted 

would help the existing trademark regime to develop, to move towards a way in 

which various marks are accepted helping to innovate the current ways of 

representation of a mark. 

 

																																																								
62Dave Parrack, Madeleine "smell camera" records odors for the future, (17thMay , 2020, 8.40 PM), 
https://newatlas.com/smell-camera-madeleine/28126/. 


