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Guidelines epo intermediate generalisation

Extracting a specific feature in isolation from an originally disclosed combination of features and using it to delimit claimed subject-matter may be allowed only if there is no structural and functional relationship between the features. When evaluating whether the limitation of a claim by a feature extracted from a combination of features fulfils the
requirements of Art. 123(2), the content of the application as filed must not be considered to be a reservoir from which individual features pertaining to separate embodiments can be combined in order to artificially create a particular combination. When a feature is taken from a particular embodiment and added to the claim, it has to be established
that: - the feature is not related or inextricably linked to the other features of that embodiment and - the overall disclosure justifies the generalising isolation of the feature and its introduction into the claim. These conditions are to be understood as an aid to assessing, in the particular case of an intermediate generalisation, if the amendment fulfils
the requirements of Art. 123(2). In any case it has to be ensured that the skilled person is not presented with information which is not directly and unambiguously derivable from the originally filed application, even when account is taken of matter which is implicit to a person skilled in the art using the common general knowledge. Example 1 The
amended claim relates to a heddle for the harness of a loom.

The original claim was limited by introducing features that were disclosed only in connection with a specific embodiment in which the eyelet of the heddle had the shape of a spindle. This shape was not included in the amended claim. In the general part of the description it was also mentioned that the eyelet could also have other shapes such as an
elliptic shape. Therefore the board concluded that the amendment was allowable under Art. 123(2) (T 300/06). Example 2 Claim 1 relates to a water dispersible and flushable absorbent article. Amended claim 1 specifies that each of the first and second fibrous assemblies is a wet laid tissue. The application as filed referred, in connection with the
first fibrous assembly, to a wet laid tissue in combination with other features (tissue is apertured; tissue is provided with fibrils or sufficient inherent porosity). Since the first fibrous assembly is disclosed in the application as filed as being a wet laid tissue only in combination with other features which are not present in claim 1, the amendments made
constitute a generalisation of the originally disclosed technical information and thereby introduce subject-matter extending beyond the content of the application as filed (T 1164/04). Example 3 Original claim 1 relates to a coating composition comprising at least one rosin compound, at least one polymer and an antifoulant. After amendment a new
claim was introduced relating to a method for preparing a coating composition comprising the mixing of at least one rosin compound, at least one polymer and an antifoulant. The only basis for the method is the examples. xixomema The board observed that for some solutions the amount of added rosin was extremely low whereas for others it was
extremely high.

The subject-matter of the amended claim was considered to be an unallowable generalisation of the examples, since nothing in the description indicated to the person skilled in the art that the observed variations were not essential to make a coating composition (T 200/04). Example 4 Original claim 1 relates to a multi-processing system comprising a
shared memory, a directory and a serialisation point. The serialisation point is defined in functional terms. Claim 1 was amended by adding features that were addressed in the description as part of the cache coherence strategy. The board held that the incorporated features, albeit disclosed as such, had been isolated in an arbitrary manner from the
overall disclosure of the cache coherent memory access architecture. At least one feature had been omitted although its function was presented as being essential to achieving cache coherence. cohe Therefore amended claim 1 was not directly and unambiguously derivable from the original application (T 166/04). For US patent attorneys seeking
patent protection via the European Patent Office (EPO), European amendment practice and so called ‘added matter’ objections can be a real headache. One particular added matter issue arises from so called ‘intermediate generalisation’. This may occur when a feature is isolated from an embodiment and added to a claim without other features of
that embodiment.It is often the case that, in practice, the UK Intellectual Property Office (UKIPO) and the English courts approach the question of added matter and intermediate generalisations more flexibly than the EPO. The recent decision of the High Court in Philip Morris v British American Tobacco (BAT) [2021] EWHC 537 (Pat) does not seem
to follow this trend.The EPO Guidelines state that it is only permissible to isolate a feature from an embodiment and add it to a claim if: @) the feature is not related or inextricably linked to the other features of that embodiment, and; (ii) the overall disclosure justifies the generalising isolation of the feature and its introduction
into the claim.Although the UK Manual of Patent Practice (see 76.15.5 in link) defines a similar approach to that set out in the EPO guidelines, in practice the application of standards at the UKIPO is less rigid. This might be because the manual explains a number of real-life practical examples of claim amendments which do not find verbatim basis in
an application, but which are not to be objected to as added matter. There are also some significant decisions of the English courts which appear to follow a more liberal approach from that which we see applied by the EPO. In the High Court judgment Philip Morris v BAT [2021] EWHC 537 (Pat), [4] the patent in suit included a claim which had been
amended based on an embodiment.“A cigarette (150) for use with a powered aerosol generating device (10) comprising ... at least one electrical resistance heating unit (72) ... and a controller mechanism (50) including a sensor (60) that is capable of selectively powering the electrical resistance heating element (72) at least during periods of
draw...”In attacking validity, Philip Morris argued that this claim added matter because it didn’t recite a puff actuated sensor which, in the application as filed, was functionally related to the electrical resistance heating unit. In the judgment, the judge stated: “It is not enough that the skilled reader would think that they might be, or were likely to be
independent, or that the skilled reader would not know, or would not think about it.”The patentee, BAT, argued that the original application taught that certain features were optional.
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these gaps and to iImprowe the smooth rooming. This paper introduces a staning reseasch project
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Example 2 Claim 1 relates to a water dispersible and flushable absorbent article. Amended claim 1 specifies that each of the first and second fibrous assemblies is a wet laid tissue.

The application as filed referred, in connection with the first fibrous assembly, to a wet laid tissue in combination with other features (tissue is apertured; tissue is provided with fibrils or sufficient inherent porosity). Since the first fibrous assembly is disclosed in the application as filed as being a wet laid tissue only in combination with other features
which are not present in claim 1, the amendments made constitute a generalisation of the originally disclosed technical information and thereby introduce subject-matter extending beyond the content of the application as filed (T 1164/04). Example 3 Original claim 1 relates to a coating composition comprising at least one rosin compound, at least
one polymer and an antifoulant. After amendment a new claim was introduced relating to a method for preparing a coating composition comprising the mixing of at least one rosin compound, at least one polymer and an antifoulant. The only basis for the method is the examples. The board observed that for some solutions the amount of added rosin
was extremely low whereas for others it was extremely high. The subject-matter of the amended claim was considered to be an unallowable generalisation of the examples, since nothing in the description indicated to the person skilled in the art that the observed variations were not essential to make a coating composition (T 200/04). Example 4
Original claim 1 relates to a multi-processing system comprising a shared memory, a directory and a serialisation point. The serialisation point is defined in functional terms. Claim 1 was amended by adding features that were addressed in the description as part of the cache coherence strategy. neyapebike The board held that the incorporated
features, albeit disclosed as such, had been isolated in an arbitrary manner from the overall disclosure of the cache coherent memory access architecture.

At least one feature had been omitted although its function was presented as being essential to achieving cache coherence. Therefore amended claim 1 was not directly and unambiguously derivable from the original application (T 166/04). For US patent attorneys seeking patent protection via the European Patent Office (EPO), European amendment
practice and so called ‘added matter’ objections can be a real headache. One particular added matter issue arises from so called ‘intermediate generalisation’. This may occur when a feature is isolated from an embodiment and added to a claim without other features of that embodiment.It is often the case that, in practice, the UK Intellectual Property
Office (UKIPO) and the English courts approach the question of added matter and intermediate generalisations more flexibly than the EPO.

The application as filed referred, in connection with the first fibrous assembly, to a wet laid tissue in combination with other features (tissue is apertured; tissue is provided with fibrils or sufficient inherent porosity). Since the first fibrous assembly is disclosed in the application as filed as being a wet laid tissue only in combination with other features
which are not present in claim 1, the amendments made constitute a generalisation of the originally disclosed technical information and thereby introduce subject-matter extending beyond the content of the application as filed (T 1164/04).
Example 3 Original claim 1 relates to a coating composition comprising at least one rosin compound, at least one polymer and an antifoulant. After amendment a new claim was introduced relating to a method for preparing a coating composition comprising the mixing of at least one rosin compound, at least one polymer and an antifoulant.

Example 2 Claim 1 relates to a water dispersible and flushable absorbent article. Amended claim 1 specifies that each of the first and second fibrous assemblies is a wet laid tissue. The application as filed referred, in connection with the first fibrous assembly, to a wet laid tissue in combination with other features (tissue is apertured; tissue is
provided with fibrils or sufficient inherent porosity). Since the first fibrous assembly is disclosed in the application as filed as being a wet laid tissue only in combination with other features which are not present in claim 1, the amendments made constitute a generalisation of the originally disclosed technical information and thereby introduce subject-
matter extending beyond the content of the application as filed (T 1164/04). Example 3 Original claim 1 relates to a coating composition comprising at least one rosin compound, at least one polymer and an antifoulant. After amendment a new claim was introduced relating to a method for preparing a coating composition comprising the mixing of at
least one rosin compound, at least one polymer and an antifoulant. The only basis for the method is the examples. The board observed that for some solutions the amount of added rosin was extremely low whereas for others it was extremely high. The subject-matter of the amended claim was considered to be an unallowable generalisation of the
examples, since nothing in the description indicated to the person skilled in the art that the observed variations were not essential to make a coating composition (T 200/04). Example 4 Original claim 1 relates to a multi-processing system comprising a shared memory, a directory and a serialisation point. The serialisation point is defined in functional
terms. Claim 1 was amended by adding features that were addressed in the description as part of the cache coherence strategy. The board held that the incorporated features, albeit disclosed as such, had been isolated in an arbitrary manner from the overall disclosure of the cache coherent memory access architecture. At least one feature had been
omitted although its function was presented as being essential to achieving cache coherence. Therefore amended claim 1 was not directly and unambiguously derivable from the original application (T 166/04). For US patent attorneys seeking patent protection via the European Patent Office (EPO), European amendment practice and so called ‘added
matter’ objections can be a real headache. One particular added matter issue arises from so called ‘intermediate generalisation’. This may occur when a feature is isolated from an embodiment and added to a claim without other features of that embodiment.It is often the case that, in practice, the UK Intellectual Property Office (UKIPO) and the
English courts approach the question of added matter and intermediate generalisations more flexibly than the EPO. The recent decision of the High Court in Philip Morris v British American Tobacco (BAT) [2021] EWHC 537 (Pat) does not seem to follow this trend.The EPO Guidelines state that it is only permissible to isolate a feature from an
embodiment and add it to a claim if: (i) the feature is not related or inextricably linked to the other features of that embodiment, and; (ii) the overall disclosure justifies the generalising isolation of the feature and its introduction into the claim.Although the UK Manual of Patent Practice (see 76.15.5 in link) defines a similar
approach to that set out in the EPO guidelines, in practice the application of standards at the UKIPO is less rigid. This might be because the manual explains a number of real-life practical examples of claim amendments which do not find verbatim basis in an application, but which are not to be objected to as added matter.

There are also some significant decisions of the English courts which appear to follow a more liberal approach from that which we see applied by the EPO. In the High Court judgment Philip Morris v BAT [2021] EWHC 537 (Pat), [4] the patent in suit included a claim which had been amended based on an embodiment.“A cigarette (150) for use with a
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powered aerosol generating device (10) comprising ... at least one electrical resistance heating unit (72) ... and a controller mechanism (50) including a sensor (60) that is capable of selectively powering the electrical resistance heating element (72) at least during periods of draw...”In attacking validity, Philip Morris argued that this claim added
matter because it didn’t recite a puff actuated sensor which, in the application as filed, was functionally related to the electrical resistance heating unit. In the judgment, the judge stated: “It is not enough that the skilled reader would think that they might be, or were likely to be independent, or that the skilled reader would not know, or would not
think about it.”The patentee, BAT, argued that the original application taught that certain features were optional. The judge accepted that the heater and puff actuated sensors were optional in the embodiment seen in Figure 1 and 2. The claim found basis in the embodiment of Figure 3, the description of which referred back to Figure 1 and said that
this was “generally comparable”. However, the judge was not convinced that this was a sufficiently clear disclosure of omitting the puff actuated sensor when using the embodiment of Figure 3 as basis to amend the claim, so the amendment was found to add matter by intermediate generalisation.The UK judge did not explicitly say that he was
applying the EPO test, but we believe the EPO test would have led to the same result. cofu We are, however, less sure of agreement between this decision and the guidance set out in the UKIPO’s Manual of Patent Practice.

In this webinar, partners Michael Stott and Posy Drywood discuss how and why objections over intermediate generalisation arise, the arguments that are most likely to be effective when faced with them, and drafting tips and tricks that can help avoid them altogether. Watch now In this webinar, Mathys & Squire partners Stephen Garner and Anna
Gregson explore the impact of clinical trials on the assessment of sufficiency and inventive step, while exploring recent EPO case law.

Watch now The European Patent Office’s strict approach to the assessment of written basis can be a potential minefield for applicants looking to amend around prior art. yimelexejobe Partners Martin MacLean and David Hobson provide their tips and tricks to build into your drafting practice to safeguard against common pitfalls. Watch now In this
webinar, attorneys Jeremy Smith and Alexander Robinson take a look at the European Patent Office’s approach to the developing field Al in life sciences, including an overview of the fundamentals of Al together with case studies highlighting important issues for life sciences Al inventions in particular. legavobopoxovo Watch now A new 2021 edition
of the EPO Guidelines for Examination will come into effect in March 2021, with significant revisions regarding the requirement to amend the description for conformity with the claims expected. In this webinar, partners Hazel Ford and Andrew White discuss the potential implications of these changes. Watch now In this webinar, partners Sean
Leach, Andrew White and Juliet Redhouse discuss some of the relatively under-used and cost-effective options available to practitioners in challenging third party patents and patent applications both pre- and post-grant. Watch now In this webinar, Mathys & Squire partners Andreas Wietzke and Andrew White are joined by IP specialist barrister
Edward Cronan from Hogarth Chambers to discuss recent Standard Essential Patent (SEP) litigation cases in Europe. Watch now Our presenters, Stephen Garner and Anna Gregson, discuss how EPO case law has developed since revocation of the dasatinib patent in 2017, and explore how innovators should adjust their filing and drafting strategy in
light of the EPO’s post-dasatinib approach to plausibility. Watch now This webinar explores the different types of IP, including how to protect the value in your brands, confidentiality, NDAs and ownership, as well as how patents and registered designs are used in practice. Our presenters, Sam Giles and Harry Rowe, using a range of commercial case
studies, illustrate the importance of IP to a business. Watch now Page 2 Now more than ever, businesses need to be resilient and plan for their future. Businesses must ensure that their IP strategy is aligned with their commercial goals, both to maximise profitability and to mitigate risk. This joint webinar with Hyperdrive, the NEAA and Mathys &
Squire partners Sean Leach and Andrew White, explores how to do this in practice. Watch now Following on from part one, in this webinar Mathys & Squire attorneys Peter Arch and Alexander Robinson take a closer look at controversies arising from recent case law, including whether SPCs can be granted for second medical indications, and how
precisely the authorised product must be identified in a patent before being eligible for an SPC. Watch now The first of a two part series, this webinar, presented by Mathys & Squire attorneys Peter Arch and Alexander Robinson, provides an introduction to the basic requirements for obtaining SPC protection, the types of products which can be
protected, and the scope and duration of protection. Watch now In this webinar, Mathys & Squire attorneys Sean Leach and Andrew White explore the different ways that IP can be used strategically, including controlling commercial risk from third party IP, increasing market share and generating revenue from new markets, exploiting IP assets, and
creating an IP strategy. Watch now The European Patent Office (EPO) takes a different approach to the US PTO when considering obviousness/inventive step in antibody cases. In this webinar, Mathys & Squire partners Martin MacLean and Hazel Ford discuss the arguments that are most likely to be effective when addressing inventive step
objections at the EPO, focusing on the field of antibodies. Watch now
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Example 1 The amended claim relates to a heddle for the harness of a loom. The original claim was limited by introducing features that were disclosed only in connection with a specific embodiment in which the eyelet of the heddle had the shape of a spindle. This shape was not included in the amended claim. In the general part of the description it
was also mentioned that the eyelet could also have other shapes such as an elliptic shape. Therefore the board concluded that the amendment was allowable under Art. 123(2) (T 300/06). Example 2 Claim 1 relates to a water dispersible and flushable absorbent article. Amended claim 1 specifies that each of the first and second fibrous assemblies is a
wet laid tissue. The application as filed referred, in connection with the first fibrous assembly, to a wet laid tissue in combination with other features (tissue is apertured; tissue is provided with fibrils or sufficient inherent porosity). Since the first fibrous assembly is disclosed in the application as filed as being a wet laid tissue only in combination with
other features which are not present in claim 1, the amendments made constitute a generalisation of the originally disclosed technical information and thereby introduce subject-matter extending beyond the content of the application as filed (T 1164/04). Example 3 Original claim 1 relates to a coating composition comprising at least one rosin
compound, at least one polymer and an antifoulant.
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The original claim was limited by introducing features that were disclosed only in connection with a specific embodiment in which the eyelet of the heddle had the shape of a spindle.

This shape was not included in the amended claim.

In the general part of the description it was also mentioned that the eyelet could also have other shapes such as an elliptic shape. Therefore the board concluded that the amendment was allowable under Art. 123(2) (T 300/06). Example 2 Claim 1 relates to a water dispersible and flushable absorbent article. Amended claim 1 specifies that each of the
first and second fibrous assemblies is a wet laid tissue. The application as filed referred, in connection with the first fibrous assembly, to a wet laid tissue in combination with other features (tissue is apertured; tissue is provided with fibrils or sufficient inherent porosity). Since the first fibrous assembly is disclosed in the application as filed as being a
wet laid tissue only in combination with other features which are not present in claim 1, the amendments made constitute a generalisation of the originally disclosed technical information and thereby introduce subject-matter extending beyond the content of the application as filed (T 1164/04). Example 3 Original claim 1 relates to a coating
composition comprising at least one rosin compound, at least one polymer and an antifoulant. After amendment a new claim was introduced relating to a method for preparing a coating composition comprising the mixing of at least one rosin compound, at least one polymer and an antifoulant. The only basis for the method is the examples. The board
observed that for some solutions the amount of added rosin was extremely low whereas for others it was extremely high. The subject-matter of the amended claim was considered to be an unallowable generalisation of the examples, since nothing in the description indicated to the person skilled in the art that the observed variations were not essential
to make a coating composition (T 200/04). Example 4 Original claim 1 relates to a multi-processing system comprising a shared memory, a directory and a serialisation point. The serialisation point is defined in functional terms. Claim 1 was amended by adding features that were addressed in the description as part of the cache coherence strategy.
The board held that the incorporated features, albeit disclosed as such, had been isolated in an arbitrary manner from the overall disclosure of the cache coherent memory access architecture. At least one feature had been omitted although its function was presented as being essential to achieving cache coherence. Therefore amended claim 1 was not
directly and unambiguously derivable from the original application (T 166/04). For US patent attorneys seeking patent protection via the European Patent Office (EPO), European amendment practice and so called ‘added matter’ objections can be a real headache. One particular added matter issue arises from so called ‘intermediate generalisation’.
This may occur when a feature is isolated from an embodiment and added to a claim without other features of that embodiment.It is often the case that, in practice, the UK Intellectual Property Office (UKIPO) and the English courts approach the question of added matter and intermediate generalisations more flexibly than the EPO. The recent
decision of the High Court in Philip Morris v British American Tobacco (BAT) [2021] EWHC 537 (Pat) does not seem to follow this trend.The EPO Guidelines state that it is only permissible to isolate a feature from an embodiment and add it to a claim if: (1) the feature is not related or inextricably linked to the other features of that
embodiment, and; (ii) the overall disclosure justifies the generalising isolation of the feature and its introduction into the claim.Although the UK Manual of Patent Practice (see 76.15.5 in link) defines a similar approach to that set out in the EPO guidelines, in practice the application of standards at the UKIPO is less rigid. This might be
because the manual explains a number of real-life practical examples of claim amendments which do not find verbatim basis in an application, but which are not to be objected to as added matter. There are also some significant decisions of the English courts which appear to follow a more liberal approach from that which we see applied by the EPO.
In the High Court judgment Philip Morris v BAT [2021] EWHC 537 (Pat), [4] the patent in suit included a claim which had been amended based on an embodiment.“A cigarette (150) for use with a powered aerosol generating device (10) comprising ... at least one electrical resistance heating unit (72) ... and a controller mechanism (50) including a
sensor (60) that is capable of selectively powering the electrical resistance heating element (72) at least during periods of draw...”In attacking validity, Philip Morris argued that this claim added matter because it didn’t recite a puff actuated sensor which, in the application as filed, was functionally related to the electrical resistance heating unit.

In the judgment, the judge stated: “It is not enough that the skilled reader would think that they might be, or were likely to be independent, or that the skilled reader would not know, or would not think about it.”The patentee, BAT, argued that the original application taught that certain features were optional. The judge accepted that the heater and
puff actuated sensors were optional in the embodiment seen in Figure 1 and 2. The claim found basis in the embodiment of Figure 3, the description of which referred back to Figure 1 and said that this was “generally comparable”. However, the judge was not convinced that this was a sufficiently clear disclosure of omitting the puff actuated sensor
when using the embodiment of Figure 3 as basis to amend the claim, so the amendment was found to add matter by intermediate generalisation.The UK judge did not explicitly say that he was applying the EPO test, but we believe the EPO test would have led to the same result. We are, however, less sure of agreement between this decision and the
guidance set out in the UKIPO’s Manual of Patent Practice. In this webinar, partners Michael Stott and Posy Drywood discuss how and why objections over intermediate generalisation arise, the arguments that are most likely to be effective when faced with them, and drafting tips and tricks that can help avoid them altogether. Watch now In this
webinar, Mathys & Squire partners Stephen Garner and Anna Gregson explore the impact of clinical trials on the assessment of sufficiency and inventive step, while exploring recent EPO case law. Watch now The European Patent Office’s strict approach to the assessment of written basis can be a potential minefield for applicants looking to amend
around prior art. Partners Martin MacLean and David Hobson provide their tips and tricks to build into your drafting practice to safeguard against common pitfalls. Watch now In this webinar, attorneys Jeremy Smith and Alexander Robinson take a look at the European Patent Office’s approach to the developing field Al in life sciences, including an
overview of the fundamentals of Al together with case studies highlighting important issues for life sciences Al inventions in particular. Watch now A new 2021 edition of the EPO Guidelines for Examination will come into effect in March 2021, with significant revisions regarding the requirement to amend the description for conformity with the claims
expected. In this webinar, partners Hazel Ford and Andrew White discuss the potential implications of these changes. Watch now In this webinar, partners Sean Leach, Andrew White and Juliet Redhouse discuss some of the relatively under-used and cost-effective options available to practitioners in challenging third party patents and patent
applications both pre- and post-grant. Watch now In this webinar, Mathys & Squire partners Andreas Wietzke and Andrew White are joined by IP specialist barrister Edward Cronan from Hogarth Chambers to discuss recent Standard Essential Patent (SEP) litigation cases in Europe. Watch now Our presenters, Stephen Garner and Anna Gregson,
discuss how EPO case law has developed since revocation of the dasatinib patent in 2017, and explore how innovators should adjust their filing and drafting strategy in light of the EPO’s post-dasatinib approach to plausibility. Watch now This webinar explores the different types of IP, including how to protect the value in your brands, confidentiality,
NDAs and ownership, as well as how patents and registered designs are used in practice. Our presenters, Sam Giles and Harry Rowe, using a range of commercial case studies, illustrate the importance of IP to a business.

Watch now Page 2 Now more than ever, businesses need to be resilient and plan for their future. Businesses must ensure that their IP strategy is aligned with their commercial goals, both to maximise profitability and to mitigate risk. This joint webinar with Hyperdrive, the NEAA and Mathys & Squire partners Sean Leach and Andrew White, explores
how to do this in practice. Watch now Following on from part one, in this webinar Mathys & Squire attorneys Peter Arch and Alexander Robinson take a closer look at controversies arising from recent case law, including whether SPCs can be granted for second medical indications, and how precisely the authorised product must be identified in a
patent before being eligible for an SPC. Watch now The first of a two part series, this webinar, presented by Mathys & Squire attorneys Peter Arch and Alexander Robinson, provides an introduction to the basic requirements for obtaining SPC protection, the types of products which can be protected, and the scope and duration of protection. Watch
now In this webinar, Mathys & Squire attorneys Sean Leach and Andrew White explore the different ways that IP can be used strategically, including controlling commercial risk from third party IP, increasing market share and generating revenue from new markets, exploiting IP assets, and creating an IP strategy. Watch now The European Patent
Office (EPO) takes a different approach to the US PTO when considering obviousness/inventive step in antibody cases. In this webinar, Mathys & Squire partners Martin MaclLean and Hazel Ford discuss the arguments that are most likely to be effective when addressing inventive step objections at the EPO, focusing on the field of antibodies. Watch
now
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